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DETAILED ACTION 



Claim Objections 

1 . Claims 1 , 3-4, 9,11-12, and 1 6 are objected to because of the following 
informalities: 

Claims 1 , 9, and 1 6, line 1 , " comprising; " should be - comprising: -. 

Claims 3-4 and 11-12, line 2 " User"s " should be -- User's -. 

Claim 1 recites the limitation "A system in which an advertisement is played to a 
user comprising; using a selection means using selection criteria to select said 
advertisement" that use method steps language in an apparatus claim. Suggested 
phrase is -- A system in which an advertisement is played to a user comprising: a 
selection means for using selection criteria to select said advertisement --. For the 
purposes of examining, the claims will be interpreted as suggested above. 

Claim 9 recites the limitation "A system in which an advertisement is played to a 
user comprising; providing directory assistance to the users; and using a selection 
means using selection criteria to select said advertisement" that use method steps 
language in an apparatus claim. Suggested phrase is - A system in which an 
advertisement is played to a user comprising: a directory assistance to users, and a 
selection means for using selection criteria to select said advertisement -. For the 
purposes of examining, the claims will be interpreted as suggested above. 

Claim 16 recites "A device for the providing of directory assistance comprising;" 
as the preamble that has no direct link or related to the body of the claim. Therefore, it 
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will not be considered for patentability weight or evaluation. For the purposes of 
examining, the claims will be interpreted as follow: 

A system for providing directory assistance to a user connecting to said system 
in a telephone network comprising: 

a memory means for containing a plurality of advertisements; and 

a processing means for using a selection criteria to select an advertisement; 

wherein said system playing said advertisement to said user. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1, 3-9, and 11-16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Marino et al. (U.S. Patent 4,850,007) in view of Gregorek et al. (U.S. 
Patent 5,557,658). 

As to claim 1, Marino et al. teach a system (Fig. 1, advertising message system 
13) in which an advertisement (advertising messages) is played to a user (Fig. 1, local 
telephone customer) (col. 1, lines 44-49 and col. 2, lines 62-68). 

Marino et al. do not teach a selection means for using selection criteria to select 
said advertisement. 
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Gregorek et al. teach a selection means (Fig. 1, audible generator 14 and 
message generator 16 in the communications system 10) for using selection criteria 
(using ANI to identify the network address of the user or calling telephone number, time 
of day, day of the week, etc) to select said advertisement (col. 9, lines 5-15). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made the feature of having a selection means for using selection criteria 
to select said advertisement, as taught by Gregorek, in Marino's advertising message 
system thus making the system more efficient by playing advertisements to the callers 
that tied to the callers' specific interests. 

As to claim 3, Gregorek et al. teach the selection criteria is based on the user's 
geographical location (col. 9, lines 17-24). 

As to claim 4, Gregorek et al. teach the selection criteria is based on the user's 
phone number (col. 9, lines 12-17). 

As to claims 5 and 8, Marino et al. teach the user is requesting directory 
assistance and toll services (col. 1 , lines 39-44). 

As to claim 6, Marino et al. do not teach selection means is a computer 
processor. . 

Gregorek et al. teach selection means (audible generator 14 and message 
generator 16 in the communications system 10) is a computer processor (Fig. 2, 100 
and col. 9, lines 48-52). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate selection means is a computer processor, as taught 
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by Gregorek, in Marino's advertising message system in order to select the type of 
advertisements which are to be played to the calling party prior transmitting the 
advertisements to the calling party, as discussed by Gregorek (col. 9, lines 5-7 and 48- 
52). 

As to claim 7, Marino et al. teach advertisements are stored in a memory means 
(col. 4, lines 64-66). 

As to claim 9, Marino et al. teach a system (Fig. 1, advertising message system 
13) in which an advertisement (advertising messages) is played to a user (Fig. 1 local 
telephone customer) (col. 1, lines 44-49 and col. 2, lines 62-68) comprising: 

a directory assistance to users (col. 1 , lines 39-44). 

Marino et al. do not teach a selection means for using selection criteria to select 
said advertisement. 

Gregorek et al. teach a selection means (Fig. 1, audible generator 14 and 
message generator 16 in the communications system 10) for using selection criteria 
(using ANI to identify the network address of the user or calling telephone number, time 
of day, day of the week, etc) to select said advertisement (col. 9, lines 5-15). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made the feature of having a selection means for using selection criteria 
to select said advertisement, as taught by Gregorek, in Marino's advertising message 
system thus making the system more efficient by playing advertisements to the callers 
that tied to the callers' specific interests. 
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As to claim 11, the limitation of the claim is the same as the limitation of claim 3; 
therefore, the claim is interpreted and rejected for the same reasons as set forth in claim 

3 above. 

As to claim 12, the limitation of the claim is the same as the limitation of claim 4; 
therefore, the claim is interpreted and rejected for the same reasons as set forth in claim 

4 above. 

As to claim 13, the limitation of the claim is the same as the limitation of claim 6; 
therefore, the claim is interpreted and rejected for the same reasons as set forth in claim 

6 above. 

As to claim 14, the limitation of the claim is the same as the limitation of claim 7; 
therefore, the claim is interpreted and rejected for the same reasons as set forth in claim 

7 above. 

As to claim 15, the limitation of the claim is the same as the limitation of claim 8; 
therefore, the claim is interpreted and rejected for the same reasons as set forth in claim 

8 above. 

As to claim 16, Marino et al. teach a system (Fig. 1, advertising message 
system 13) for providing directory assistance to a user (col. 1 , lines 39-44) connecting to 
said system in a telephone network (col. 2, lines 51-61) comprising: 

a memory means for containing a plurality of advertisements (col. 4, lines 64-66); 

wherein said system playing said advertisement to said user (col. 1 , lines 44-49 

and col. 2, lines 62-68). 
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Marino et al. do not teach a processing means for using selection criteria to 
select said advertisement. 

Gregorek et al. teach a processing means (Fig. 1, audible generator 14 and 
message generator 16 in the communications system 10) for using selection criteria 
(using AN I to identify the network address of the user or calling telephone number, time 
of day, day of the week, etc) to select said advertisement (col. 9, lines 5-15). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made the feature of having a selection means for using selection criteria 
to select said advertisement, as taught by Gregorek, in Marino's advertising message 
system thus making the system more efficient by playing advertisements to the callers 
that tied to the callers' specific interests. 

4. Claims 2 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Marino et al. (U.S. Patent 4,850,007) in view of Gregorek et al. (U.S. Patent 5,557,658) 
and further in view of Swix et al. (U.S. Patent 6,71 8,551 ). 

As to claim 2, Marino and Gregorek do not teach the selection criteria is based 
on Standard Industry codes. 

Swix et al. teach selection criteria is based on Standard Industry codes (col. 3, 
lines 3-11). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate the standard industry codes as being one of the 
section criteria, as taught by Swix, in Mario's and Gregorek's systems which indicate 
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such user characteristics as employer and type of employer in order to deliver pertinent 
advertisements that the user would be interested in, as discussed by Swix (col. 3, lines 
19-23). 

As to claim 10, the limitation of the claim is the same as the limitation of claim 2; 
therefore, the claim is interpreted and rejected for the same reasons as set forth in claim 
2 above. 



Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Banks et al. (U.S. Patent 6,856,673) teach targeted advertising in a telephone 
dialing system. 

Cohen et al. (U.S. Patent 6,385,308) teach telephone system and method for 
personalized announcements. 

Kamel (U.S. Patent 6,212,262) teaches method of performing automatic sales 
transactions in an advertiser-sponsored telephone system. 

Kamel (U.S. Patent 6,009,150) teaches call processing method for delivering 
promotional messages. 

Kamel et al. (U.S. Patent 5,937,037) teach communications system for delivering 
promotional messages. 

Mayer et al. (U.S. Patent 5,539,809) teach location specific messaging in a 
telecommunications network. 
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6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Quynh H. Nguyen whose telephone number is 571-272- 
7489. The examiner can normally be reached on Monday - Thursday from 6:1 5 A.M. to 
4:45 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ahmad Matar, can be reached on 571-272-7488. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov . Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Quynh H. Nguyen 
Patent Examiner 
Art Unit 2642 



